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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1, 2, 7, 10, 11, 14, 15, 18 and 19.
Caims 3-6, 8 9, 12, 13, 16, 17 and 20-25 have been wi thdrawn
from consideration under 37 CFR 8§ 1.142(b) as being drawn to a

nonel ected i nventi on. No cl ai m has been cancel ed.

W REVERSE
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BACKGROUND

The appellants' invention relates to an assenbled part in
an automat ed assenbly line (specification, p. 1). A copy of
the clains under appeal is set forth in the appendix to the

appel l ants' brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Lachaussee 4,170, 284 Cct. 9,
1979
Mzuta et al. (M zuta) 5,293, 680 Mar. 15,
1994
Hollis et al. (Hollis) 5,579, 885 Dec. 3,
1996

(filed June 17, 1993)

Clainms 1, 2, 7, 10, 11, 14, 15, 18 and 19 stand rejected
under 35 U.S.C. 8§ 102(b) as being anticipated by Lachaussee or

M zut a.

Clainms 18 and 19 stand rejected under 35 U.S.C. § 103 as

bei ng unpat ent abl e over M zut a.
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Claim2 stands rejected under 35 U.S.C. 8 103 as being

unpat ent abl e over Lachaussee or Mzuta in view of Hollis.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the final rejection (Paper
No. 8, mailed August 18, 1998) for the exam ner's conplete
reasoning in support of the rejections, and to the brief
(Paper No. 12, filed January 19, 1999) and reply brief (Paper
No. 15, filed May 3, 1999) for the appellants' argunents

t her eagai nst . ?

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the

respective positions articulated by the appellants and the

' W note that the exam ner's conplete response to the
argunent of the appellants set forth in their brief was that
"[n]o further comment is necessary" (Answer, Paper No. 13,
mai | ed March 3, 1999).
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exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

The anticipation rejection
W will not sustain the rejection of clains 1, 2, 7, 10,
11, 14, 15, 18 and 19 under 35 U. S.C. 8§ 102(b) as being

antici pated by Lachaussee or M zut a.

To support a rejection of a claimunder 35 U.S.C. §
102(b), it nust be shown that each elenment of the claimis
found, either expressly described or under principles of

i nherency, in a single prior art reference. See Kalnman v.

Kinberly-d ark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789

(Fed. Gr. 1983), cert. denied, 465 U S. 1026 (1984).

Caim1, the only independent claimon appeal, recites a
conbi nati on of an assenbled part and a conveyor. Caiml
further recites that the conveyor includes, inter alia, a pair
of opposed symmetrically | ocated guides establishing a
direction of conveyance, an upstream delivery nenber spaced

apart from a downstream positioning nenber, and a nechani sm
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for noving the nenbers in the direction of conveyance. C aim
1 also recites that the assenbled part is "configured to be
conveyed wi thout rotation and gui ded t hrough the novenent of
sai d delivery nenber and said positioning nmenber as one body
al ong said direction [of conveyance]." Wen read in |ight of
t he appel l ants' disclosure, we understand and interpret the
above- quoted phrase to nean that the assenbled part is noved
in the direction of conveyance with substantially no angul ar

translation, e.g., no tw sting.

Lachaussee di scl oses a cartridge-maki ng machi ne on which
a transfer device according to his invention is provided. The
wor k stations necessary for making the cartridges are
distributed along a table 1 and cases 2 serving to nmake the
cartridges are brought to the table 1 by a lever 17 nounted on
the axle 8 (on the left |ooking at Figure 3) and are displ aced
to the right in succession. The cases are displaced on the
table 1 by a transfer device, conprising a rake 3, a matrix
bar 4, a retractable guide bar 5 and a straight edge 6. The
rake 3 consists of a shaft equipped with teeth 41 engagi ng on

bearings 14. The matrix bar 4 consists of a bar extending
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parallel to the table 1 and having on its edge turned towards
the rake 3 cut-outs 42, each having a profile capabl e of
surrounding a part of the case 2. The retractable guide bar 5
is nmounted on the end of a support 11 hinged on a pivot 12
fixed to the table 1, the bar 5 being naintained in the nornal
position by the action of a spring 13 and by the adjustable
stop 25. The straight edge 6 is fixed on bearings 14 by neans
of adjusting screws 15. Holes 16 are provided in the straight
edge 6 in order to adjust its

position in relation to the position of the cases 2.

Lachaussee teaches that the matrix bar 4 and the rake 3
are actuated by cam nechani sns nounted on a canshaft 10
runni ng along the table 1. The nechani smcontrolling the
matri x bar 4 can
be seen in Figure 1, while the nechanisns controlling the rake
3 are showmn in Figures 4 and 5. The matrix bar 4 retains al
the cases 2 in its cut-outs 42, the cases being backed up by
the straight edge 6. The guide bar 5 runs opposite the bearing
line of the rake 3 against the cases 2. Each case is thus

held at at |east four points, thereby ensuring accurate
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centering thereof during the cartridge-nmaki ng operations.
Wil e the operations on the cases 2 are being conpleted, the
rake 3 is displaced by a |ongitudinal translatory novenent
backwards by one or nore case positions (that is, towards the
poi nt of introduction of the cases) after which is it
propelled in a rotary novenent in order to bring the teeth 41
bet ween the successive cases. As soon as the operations on
the cases 2 are conpleted, the rake 3 is displaced by a
transl atory novenent by one position forwards and when the
cases occupy their new positions the rake 3 is propelled in a
rotary novenent disengaging the teeth 41 while the required

operations are being carried out on the cases.

M zut a di scl oses apparatus for processing nol ded
synthetic resin materials (e.g., |lower cassette halves la, 1b,
1c,). As shown in Figures 2 and 3, the apparatus is provided
Wi th position adjusting push nmenbers 3a and 3b, which adjusts
the positions of the | ower cassette halves la, 1b, and 1c at
predeterm ned positions and perforating neans 4 for nmaking a
group of recognition holes 2a, 2b, and 2c. The |ower cassette

hal ves l1la, 1b, and 1lc are conveyed by feed claws 5a, 5b, and
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5c of an intermttent feed neans al ong a reference guide 8 and
a side guide 9. The reference guide 8 and the side guide 9
extend on conveyance rails 6 and 7 in the direction, along

whi ch the | ower

cassette halves l1la, 1b, and 1c are conveyed. Wen the | ower
cassette half 1a and the |ower cassette half 1b reach the
predet erm ned positions bel ow the perforating neans 4, a
position adjusting block 10 is noved up by a driving neans
(not shown) and enters into the region between the | ower
cassette half l1a and the |ower cassette half 1b. After the
position adjusting block 10 has thus noved up, the position
adj usting push nenbers 3a and 3b are noved by a driving neans
(not shown) towards the | ower cassette halves la and 1b. The
position adjusting push

menber 3a pushes a corner of the tail end of the | ower
cassette half la at the side of the reference gui de 8 agai nst
a reference surface 1la of the position adjusting block 10 and
the inner side surface of the reference guide 8 and thereby
adj usts the position of the | ower cassette half la. The
position adjusting push nmenber 3b pushes a corner of the

| eadi ng end of the | ower



Appeal No. 1999-1533 Page 9
Application No. 08/666, 948

cassette half 1b at the side of the reference guide 8 agai nst
a reference surface 11b of the position adjusting block 10 and
the inner side surface of the reference guide 8 and thereby

adjusts the position of the |ower cassette half 1b.

M zuta teaches that as shown in Figure 3, after the
positions of the |lower cassette hal ves la and 1b have been
adjusted in the manner descri bed above, the whole perforating
means 4 noves down. After the perforating process has been
finished, the perforating neans 4 noves up and returns to its
original position. At the same tine, the position adjusting
push nenbers 3a and 3b nove away fromthe | ower cassette
hal ves l1la and 1b, and the position adjusting block 10 noves
down. In this manner, the |ower cassette halves la and 1b are
rel eased fromthe position adjusting force. Thereafter, the
| oner cassette halves la and 1b are agai n conveyed by the
intermttent feed neans together with the other | ower cassette

hal ves to the downstream si de.

The appel l ants argue (brief, pp. 3-6) that Lachaussee and

M zuta both fail to teach, either expressly or by the doctrine



Appeal No. 1999-1533 Page 10
Application No. 08/666, 948

of inherency, "a nmechanismfor noving said nenbers in said
direction with said assenbled part being configured to be
conveyed wi thout rotation and gui ded t hrough the novenent of
sai d delivery nenber and said positioning nmenber as one body

along said direction" as recited in claiml1l. W agree.

The examner's position (final rejection, p. 2) with
respect to the above-noted limtation of claim1l is that since
both Lachaussee and M zuta do not specifically disclose
rotation of their articles relative to the article guides, the
systens of Lachaussee and M zuta "are designed to prevent

article rotation.”

It is well-settled that under principles of inherency,
when a reference is silent about an asserted inherent
characteristic, it nmust be clear that the m ssing descriptive
matter is necessarily present in the thing described in the
reference, and that it would be so recogni zed by persons of

ordinary skill. Continental Can Co. v. Monsanto Co., 948 F. 2d

1264, 1268, 20 USPQRd 1746, 1749 (Fed. Cir. 1991). As the

court stated in In re Celrich, 666 F.2d 578, 581, 212 USPQ




Appeal No. 1999-1533 Page 11
Application No. 08/666, 948

323, 326 (CCPA 1981)(quoting Hansgirg v. Kemmer, 102 F.2d 212,

214, 40 USPQ 665, 667 (CCPA 1939)):

| nherency, however, nmay not be established by

probabilities or possibilities. The nere fact that

a certain thing may result froma given set of

circunstances is not sufficient. [Citations

omtted.] |If, however, the disclosure is sufficient

to show that the natural result flowi ng fromthe

operation as taught would result in the performance

of the questioned function, it seens to be well

settled that the disclosure should be regarded as

sufficient.
Here, the examner's determ nation that the systens of
Lachaussee and M zuta "are designed to prevent article
rotation" is sinply speculative. It is our opinion that the
exam ner has not provided any evidence or scientific reasoning
to establish the reasonabl eness of his belief that the above-
noted limtation of claim1l1l is an inherent characteristic of
Lachaussee or Mzuta. |In that regard, with respect to
Lachaussee, we find that it nore |likely than not that cases 2
wll rotate about their axis when pushed al ong the guide bar 5
and edge 6 by teeth 41 of the rake 3. Wth respect to M zuta,
we find that the amount of play inherent in Mzuta's apparatus

is such that the above-noted limtation of claim1l is not

readabl e on M zuta's apparat us.
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For the reasons set forth above, Lachaussee and M zuta do
not neet the above-noted limtation of claim1 and therefore
do not anticipate claim1. 1In light of the foregoing, the
deci sion of the examner to reject claiml, as well as clains
2, 7, 10, 11, 14, 15, 18 and 19 dependent thereon, under 35

U S.C § 102(b) is reversed.

The obvi ousness rejections
W will not sustain the rejection of dependent clainms 2,

18 and 19 under 35 U. S.C. § 103.

As set forth above, all the [imtations of claim1 are
not present in either Lachaussee or M zuta. We have revi ewed
the applied prior art (including the reference to Hollis
applied in the rejection of claim?2) but find nothing therein
whi ch woul d have nade it obvious at the tine the invention was
made to a person having ordinary skill in the art to have
arrived at that clained invention. Specifically, the applied
prior art does not teach or suggest "a mechani smfor noving
said nenbers in said direction with said assenbl ed part being

configured to be conveyed w thout rotation and gui ded through
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t he novenent of said delivery nenber and said positioning
menber as one body along said direction" as recited in claim
1. Accordingly, the decision of the examner to reject clains
2, 18 and 19 under 35 U.S.C

8§ 103 is reversed.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject

clainms 1, 2, 7, 10, 11, 14, 15, 18 and 19 under 35 U S. C. §
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102(b) is reversed and the decision of the exam ner to reject
clainms 2, 18 and 19 under 35 U.S.C. § 103 is reversed.

REVERSED

LAWRENCE J. STAAB
Adm ni strative Patent Judge

BOARD OF PATENT

JEFFREY V. NASE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOHN F. GONZALES
Adm ni strative Patent Judge
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